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DETAILED ACTION 

1 . The following NON FINAL Office Action is in response to Applicant's submission 
received December 8, 2008. Claims 1 , 9, and 1 5 were amended. No claims were 
added or canceled. Therefore, claims 1 and 3-20 are pending. 

Continued Examination Under 37 CFR 1.114 

2. A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
December 8, 2008 has been entered. 

Response to Amendment 

3. The 35 USC § 112 II 2 rejection of claims 1 and 3-20 is not withdrawn in light 
of Applicant's amendments. The amendments do not clarify the scope of the "compare" 
element. Please refer to the rejection below. 

4. The 35 USC § 103 rejection of claims 1 and 3-20 has been updated to 
accommodate the newly claimed subject matter. 
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Response to Arguments 

5. Applicant argues that the claims are distinguishable over Powers and Suzuki 
because the weights are assigned by a "user" in the claims, and not by the references. 
However, the examiner respectfully disagrees with applicant. 

First, the examiner would like to point out that Powers clearly discloses a human 
being providing the weights. At col. 9, line 19-35, the weights are assigned "depending 
on their importance to the enterprise." At no point does it say the weights are assigned 
by an enterprise. It is unreasonable to interpret a non-human as assigning the weights. 
Even if the enterprise were to assign the weights, enterprises are merely an aggregation 
of humans. Software may be able to generate weights, but only with specific instruction 
as to how to generate the weights by a human programmer. However, Powers does not 
disclose such a software system, and it is unreasonable to consider Powers' weights as 
derived by software without any mention of such software. Therefore it is clear that 
Powers discloses weights assigned by the only reasonable entity capable of performing 
such an act: a human being. 

Further, at col. 8, line 51 to col. 9, line 6, it is clear that "managers," which are 
human, are performing the evaluations depicted in Fig. 5, which includes the weighting 
of the questions. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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7. Claims 9-20 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. The steps recited do not qualify as a 
statutory process. In order for a method to be considered a "process" under §1 01 , a 
claimed process must either: (1) be tied to another machine (such as a particular 
apparatus) or (2) transform underlying subject matter (such as an article or materials). 
Diamond v. Diehr , 450 U.S. 175, 184 (1981); Parker v. Flook , 437 U.S. 584, 588 n.9 
(1978); Gottschalk v. Benson , 409 U.S. 63, 70 (1972). If neither of these requirements 
is met by the claim, the method is not a patent eligible process under §101 and is non- 
statutory subject matter. 

The claims are not tied to another machine. The steps recited either do not 
require a particular machine (e.g. a particular computer), or only mention a nominal 
recitation of a computer (e.g. "using a computer"). Therefore, the claims are non- 
statutory. 

Claim Rejections - 35 USC §112 

8. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

9. Claims 1 and 3-20 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claims contain subject 
matter that was not described in the specification in such a way as to enable one skilled 
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in the art to which it pertains, or with which it is most nearly connected, to make and/or 
use the invention. 

The independent claims recite a "compare" function, which has (see § 112 If 2 
rejection below) some unknown result. However, the claims and specification provide 
no guidance as to how this function operates. A mere statement of the goal of a 
function fails to disclose how to make and/or use the function. 

The claim describes the desired result of a function: "comparfing]." The claim 
itself does not define the structure or method of the function used to reach that result. 
The claimed limitation does not fall under 35 USC § 1 12 If 6 - "means for," which would 
allow the scope of the claim to be defined as the particular methods or structure 
enumerated in the specification. Further, one of ordinary skill in the art would not 
understand the "comparfing]" limitation to imply any particular structure or method. 
Therefore, the claim is properly construed to encompass any and all means for 
comparing. 

Further, claim 6 (and similar claims from other independents) recites: "evaluate 
weighted summed data," but provides no method for achieving this stated goal. 

When a limitation encompasses any and all structures or acts for performing the 
recited function, including those which were not what the applicant had invented, the 
disclosure fails to provide a scope of enablement commensurate with the scope of the 
claim. See Ex parte Mivazaki . Appeal No. 2007-3300, p. 27 (BPAI, 2008) (referencing 
Halliburton Oil Well Cementing Co. v. Walker . 329 US 1 (1946)). Because the 
disclosure does not enable every structure and act that reasonably falls within the 
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claim's scope, the disclosure fails to provide an adequate scope of enablement as 
required by 35 USC 112, first paragraph. 

1 0. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 1 . Claims 1 and 3-20 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

In the independent claims, using claiml as an example, the "compare" limitation 
"compare[s] the received information in the form of answers to respective questions 
presented to the user, to the reference process that represents the ideal production 
process, wherein each question is related to at least one category of the production 
process." The comparison is between the "received information" and "the reference 
process." The "received information is "in the form of answers." However, the received 
information is defined in a previous limitation as "process production capability 
information data ... [that] includes a reference process that represents an ideal 
production process." It is unclear how the information can be compared to itself, and 
how it relates to answers that were never previously presented. Where do the answers 
and questions come from? It appears that one or more steps are missing. 

Further, the "display at least one suggestion" element is unclear. A suggestion is 
"displayed for each category of the production process ... based on a user selection of 
the category for which to display the ... suggestion. How can something display each 
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category by displaying only one selected category? The claim starts with multiple 
suggestions displayed for each category and then all of a sudden only one category is 
displayed (for a selected category). Therefore, the claim is indefinite. 



Claim Rejections - 35 USC § 103 

12. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

13. Claims 1 and 3-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Powers et al. (U.S. 6,604,084) in view of Suzuki et al. (U.S. 
6,625,511). 

As per claim 1 , Powers et al. discloses a system for evaluating process 
performance, said system comprising: 

a device (See figure 1 and column 2, line 58-column 3, line 13, wherein a client 
device is disclosed); and 

a server connected to said device and configured to receive, from a user via said 
device, information pertaining to process performance evaluation categories selected by 
the user (See column 9, lines 47-64, column 1 1 , lines 32-60, wherein the evaluation 
categories are set up by a user), said server further configured to: 

receive process production capability information data using a computer, wherein 
the process production capability information includes a reference process that 
represents an idea production process (See figure 1, column 2, lines 58-67, and column 
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3, lines 14-24; Fig. 5A, noting for example question 10 represents an ideal process 
wherein an agent does not miss work); 

receive a per category weighted value assigned by a user (See column 9, lines 
19-35, noting that the question is assigned a weight by the user based upon the 
category of the question. In the example given the question relates to the category 
"promptness," and based upon the importance of promptness to the company, a weight 
is given; column 1 1 , line 62-column 1 2, line 25); 

compile the received information (See column 2, lines 1-12, column 3, lines 39- 
55, column 4, lines 20-40, column 9, lines 14-32, which compile received information); 

display to the user information related to the production process (See column 2, 
lines 1-12, column 3, lines 39-55, column 4, lines 20-40, and column 5, lines 25-28, 
wherein information is displayed to a user); 

compare the received information in the form of answers to respective questions 
presented to the user, to the reference process that represents the ideal production 
process, wherein each question is related to at least one category of the production 
process (See column 4, lines 25-40, column 5, lines 10-28, column 9, lines 7-18 and 28- 
47, column 1 1 , line 49-column 1 2, line 1 0 and lines 44-51 , which discloses processing 
the received information against reference information. The received information is in 
the form of answers to questions stored in the system. These answers are compared 
against all possible answers to the questions, and are in reference to a performance 
ideal. See column 1, lines 34-46 and 58-65, column 3, lines 43-clumn 4, line 25, 
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column 8, line 61 -column 9, line 20 and lines 48-64, and column 13, lines 32-45, which 
discloses the relationship of questions to performance areas and categories); and 

display the results of the compared information based on the weighted value 
assigned by the user to the user via said device wherein the results include a numerical 
score representing a relative capability of the process being evaluated to perform a 
desired function (See column 2, lines 1-12 and 50-60, column 3, lines 39-55, column 4, 
lines 20-40, and column 5, lines 25-28, wherein results information is displayed to a 
user. These results concern the evaluation of productivity and quality of a process); and 

display information useful in determining the overall performance and identifying 
ways to improve performance (See column 4, lines 25-35), 

wherein the results and information are sortable based on filters associated with 
categories of the process (See column 4, lines 25-35, column 5, lines 10-30, column 6, 
line 66-column 7, line 1 1 , and column 1 3, lines 25-50 and 63-67); 

wherein the at least one suggestion is based on the received information in the 
form of answers to respective questions (See column 4, lines 25-40, column 5, lines 10- 
28, column 9, lines 7-1 8 and 28-47, column 1 1 , line 49-column 1 2, line 1 0 and lines 44- 
51, which discloses processing the received information against reference information. 
The received information is in the form of answers to questions stored in the system); 

and wherein the at least one category results and information is displayed for 
each category of the production process based on user selection of that category for 
which to display the at least one category results and information (See column 3, lines 
43-column 4, line 25, column 8, line 61-67, column 1 1 , lines 49-60, and column 1 3, lines 
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32-45, disclosing the relationship of questions to performance areas and categories, 
wherein the completed evaluations are output and displayed to the user, and each 
category is specified in a separate table). Further, in the broadest reasonable 
interpretation, only one category is required and thus one category is displayed one at a 
time. 

However, Powers et al. does not expressly disclose that the desired function is a 
manufacturing function or displaying at least one suggestion for improving performance, 
wherein the suggestions are sortable. 

Suzuki et al. discloses manufacturing functions and displaying at least one 
suggestion for improving performance, wherein the suggestions are sortable (See figure 
11, column 7, lines 60-67, column 12, lines 30-40 and 60-67, column 19, lines 15-35, 
column 20, lines 55-63, which discloses evaluating a manufacturing process and/or 
function and displaying point by point suggestions for improvement. See specifically 
column 20, lines 54-67, which discloses sorting the results and displaying improvements 
in descending order). 

Powers et al. discloses a performance evaluation system that uses questions 
and production associated with performance areas to generate quality and performance 
reports concerning an individual, group, process, or other suitable type of item or 
operation. Powers et al. specifically discloses that the results and information displayed 
are sortable based on filters associated with categories of the process. Manufacturing 
functions are a type of process or operation. Suzuki et al. discloses evaluating 
manufacturing processes and/or functions and displaying suggestions for improvement 
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via a computer display, wherein improvements are displayed sorted in descending 
order. It would have been obvious to one of ordinary skill in the art at the time of the 
invention to use the performance evaluation system of Powers et al. in the 
manufacturing field in order to more efficiently generate evaluation data and reports in 
the manufacturing industry through application of an automated system. Powers et al. 
discusses the ability of the system to allow an enterprise to set up the performance 
evaluation system to fit the organizational structure of that specific enterprise, thus 
making the tool customizable to any enterprise and enterprise situation. See column 2, 
lines 58-64, column 5, lines 10-20 and line 65-column 6, line 5. Further, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to display 
suggestions to the user based on the performance evaluation performed by Powers et 
al. in order to more efficiently improve the quality of the manufactured items by reducing 
the likelihood of errors associated with manufacturing. See Suzuki et al., column 3, 
lines 20-25, 37-45, and 60-67. 

As per claim 3, Powers et al. discloses wherein said server is further configured 
to receive information regarding at least one of a planning, shop practices, and operator 
skill (See column 9, lines 5-30, which discloses receiving information regarding operator 
skill). 

As per claim 4, Powers et al. discloses wherein said server is further configured 
to receive information regarding at least one of a complexity, conditions, control, error 
proofing, measurement, and process (See column 2, lines 50-60, column 3, lines 45-60, 
which discloses productivity analysis of the process). 
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As per claim 5, Powers et al. discloses wherein said server further configured to 
receive information including a numerical score that expresses a relative capability of a 
process performance (See column 1, line57-column 2, line 12 and lines 51-57, column 
3, lines 45-60, column 4, lines 26-36, column 9, lines 48-55, and column 13, lines 20-35, 
wherein information is received that expresses a relative capability of a process 
performance). However, Powers does not expressly disclose that this process 
performance is performing a desired manufacturing function. 

Powers et al. discloses a performance evaluation system that utilizes productivity 
and quality data. Powers et al. specifically discloses that the performance evaluation 
system is used to evaluate an individual, a group, a process, or other suitable types of 
operation. See column 2, lines 50-60, and column 5, lines 45-52. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
receive information regarding the process of a manufacturing function in order to more 
efficiently perform a performance evaluation this process by efficiently communicating 
with users of a network environment that have input regarding the process. See column 
1, lines 35-47, and column 2, lines 1-12, which discuss the benefits of such an 
automated system. 

As per claim 6, Powers et al. discloses wherein said server is further configured 

to: 

sum received information weights assigned by the user for each category (See 
column 9, lines 10-30, column 10, lines 1-12, and column 11, line 62-column 12, line 25, 
wherein received information is summed); 
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evaluate weighted summed data based on category selected (See column 9, 
lines 10-30, column 10, lines 1-12, and column 11, line 62-column 12, line 25, wherein 
the data is evaluated); and 

As per claim 7, Powers et al. teaches wherein said device is configured to be a 
server for a network of customer devices (See figure 1 and column 2, line 58-column 3, 
line 22, column 5, lines 25-45, wherein the device serves to other devises). 

As per claim 8, Powers et al. discloses wherein said server and said device are 
connected via a network (See figure 1, column 3, lines 1-20, column 5, lines 39-45, 
wherein the server and device are connected via a network). 

As per claim 9, Powers et al. teaches a method for evaluating performance 
capabilities of a production process by operating a system including a server and at 
least one device connected to the server, said method comprising: 

defining, using a computer, area categories based on an evaluation of the 
production performance capabilities of at least one of the process and the part being 
evaluated (See figure 5A-B, column 1 , line 58-column 2, line 5 and lines 50-60, column 
3, lines 45-60, column 8, line 60-column 9, line 30 and lines 45-60, wherein evaluation 
areas are established to evaluate performance capabilities of the process); and 

receiving, using the computer, information relevant to the capabilities of the 
production process within the evaluation categories, wherein the information relevant to 
the capabilities of the process production includes a reference process that represents 
an ideal production process (See column 2, lines 1-12 and 50-60, column 5, lines 25-30, 
column 9, wherein information is received; Fig. 5A, noting process ideals). 
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Powers et al. and Suzuki et al. further teaches the remaining elements, which are 
equivalent to limitations in claim 1 . Therefore, these elements are rejected using the 
same art and rationale set forth above in the rejection of claim 1 . 

As per claim 10, Powers et al. discloses assigning a weight factor to information 
received within each evaluation category (See column 9, lines 10-30, column 10, lines 
1 -1 2, and column 1 1 , line 62-column 1 2, line 25, which disclose weight factors). 

Claim 1 1 recites substantially similar elements to claim 5 and is therefore 
rejected using the same art and rational as set forth above. 

As per claim 12, Powers et al. discloses wherein displaying the results further 
comprises numerically ranking the production process evaluation areas based on the 
results (See column 2, lines 1-12, column 3, lines 39-55, column 4, lines 20-40, and 
column 5, lines 25-28, wherein results are displayed in a numerically ordered ranking). 

As per claim 13, Powers et al. teaches wherein displaying the results further 
comprises displaying the results in a format that facilitates comparisons between a 
plurality of production process evaluation areas (See column 3, line 43-column 4, line 
15 and lines 25-35, column 5, lines 25-30, wherein the results are shown by date, time, 
user, hierarchical level, etc.). 

As per claim 14, Powers et al. teaches wherein defining evaluation area 
categories further comprises selecting at least one evaluation area category that 
represents at least one of production complexity, conditions, control, error proofing, 
measurement, operator skill, planning, process, and shop practices (See figures 5A-B, 
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column 2, lines 50-60, column 3, lines 45-60, column 9, lines 5-30, which disclose at 
least operator skill and productivity analysis). 

As per claim 15, Powers et al. teaches a method for evaluating performance of a 
production process using a network connecting a plurality of users, the network 
including a server and a plurality of user display devices, said method comprising: 

receiving from the users using a computer, information concerning evaluation 
categories relevant to the production process, wherein the evaluation categories are 
selected by the users, and wherein the information concerning evaluation categories 
relevant to the production process includes a reference process that represents an ideal 
production process (See column 2, lines 1-12 and 50-60, column 5, lines 10-27, column 
9, lines 20-45, which disclose soliciting information from users; Fig. 5A); 

assigning each evaluation category at least one weighted factor that normalizes 
the received information with respect to the received information's relative contribution 
to a process capability improvement (See column 9, lines 10-30, column 10, lines 1-12, 
and column 1 1 , line 62-column 1 2, line 25, which disclose weight factors that regulate 
each questions worth in the overall score); 

Powers et al. and Suzuki et al. further teach the remaining elements, which are 
equivalent to limitations in claim 1 . Therefore, these elements are rejected using the 
same art and rationale set forth above in the rejection of claim 1 . 

Claims 16, 17, 19, and 20 recite substantially similar elements as claims 13, 14, 
5, and 12, respectively, and are therefore rejected using the same art and rational as 
set forth above. 
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As per claim 18, Powers et al. discloses wherein soliciting from the users 
information concerning evaluation categories further comprises soliciting information 
from the users via at least one of a survey, radio push-buttons, and pull-down menu 
(See column 9, lines 20-45, which disclose at least radio buttons and drop-down lists). 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to WILLIAM V. SAINDON whose telephone number is 
(571)270-3026. The examiner can normally be reached on M-F 7:30-5; alt. Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Beth Boswell can be reached on (571) 272-6737. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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/wvs/ 

/Beth V. Boswell/ 

Supervisory Patent Examiner, Art Unit 3623 



